TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1) was not witten
for publication in a law journal and (2) is not binding precedent of the Board.

Paper No. 18

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte FRANK E. JOUTRAS and RONALD J. HRUSKA JR

Appeal No. 98-0985
Application No. 08/271, 022

ON BRI EF

Bef ore CALVERT, NASE, and CRAWFORD, Adninistrative Patent

Judges.
NASE, Adnministrative Patent Judge.

DECI S| ON ON APPEAL

This is a decision on appeal fromthe examner's fina
rejection of clainms 42-47, 49-52 and 72-74. (C aim48 has been

allowed and clains 1-41, 53-71 and 75-82 have been cancel ed.

! Application for patent filed July 6, 1994, According to
the appellants, the application is a continuation-in-part of
Application No. 08/089,852, filed July 9, 1993.
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We AFFI RM I N- PART and enter a new rejection pursuant to

37 CFR § 1.196(b).
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BACKGROUND

The appel lants' invention relates to a nethod of fitting
an exercise device to a patient. An understandi ng of the
I nvention can be derived froma reading of exenplary claim42,

whi ch appears in the appendi x to the appellants' brief.

The prior art references of record relied upon by the
exam ner in rejecting the appeal ed clains are:

Wi t el aw 2,832,334 Apr. 29,
1958

Makansi et al. 4,822, 037 Apr .
18, 1989

( Makansi )

Dal ebout 4, 850, 585 July 25,
1989

Airy et al. 5,052, 379 Cct. 1,
1991

(Airy)

Hughes 5, 158, 519 Cct. 27,
1992

Clainms 42-47, 49-52 and 72-74 stand rejected under 35
US C 8 112, second paragraph, as being indefinite for
failing to particularly point out and distinctly claimthe

subject matter which the appellants regard as the invention.
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Clainms 42, 43, 49, 50, 52 and 72-74 stand rejected under
35 U.S.C. § 103 as being unpatentable over Airy in view of

Dal ebout .

Clainms 44-47 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentable over Airy in view of Dal ebout, Witelaw and

Hughes.

Claim51l stands rejected under 35 U.S.C. 8 103 as being

unpat ent abl e over Airy in view of Dal ebout and Makansi .

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellants regardi ng the above-noted
rejections, we nake reference to the exam ner's answer (Paper
No. 17, mailed March 17, 1997) for the exam ner's conplete
reasoning in support of the rejections, and to the appellants’
brief (Paper No. 16, filed Decenber 23, 1996) for the

appel l ants' argunents thereagai nst.

OPI NI ON
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In reaching our decision in this appeal, we have given
careful consideration to the appellants' specification and
clainms, to the applied prior art references, and to the
respective positions articulated by the appellants and the
exam ner. As a consequence of our review, we make the

deter m nati ons which foll ow.

Page 5
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The indefiniteness issue
W will not sustain the examiner's rejection of clains
42-47, 49-52 and 72-74 under 35 U.S.C. § 112, second

par agr aph.

The second paragraph of 35 U.S.C. § 112 requires clains
to set out and circunscribe a particular area with a
reasonabl e degree of precision and particularity. In re
Johnson, 558 F.2d 1008, 1015, 194 USPQ 187, 193 (CCPA 1977).
In making this determ nation, the definiteness of the |anguage
enpl oyed in the clains nust be anal yzed, not in a vacuum but
always in light of the teachings of the prior art and of the
particul ar application disclosure as it would be interpreted
by one possessing the ordinary |evel of skill in the pertinent

art. | d.

The exam ner's focus during exam nation of clains for
conpliance with the requirenent for definiteness of 35 U S. C
8§ 112, second paragraph, is whether the clains neet the
threshold requirenents of clarity and precision, not whether

nore suitabl e | anguage or nodes of expression are avail abl e.
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Sonme |atitude in the manner of expression and the aptness of
terns is permtted even though the claimlanguage is not as
preci se as the exam ner mght desire. |If the scope of the

I nvention sought to be patented cannot be determ ned fromthe
| anguage of the clains with a reasonabl e degree of certainty,
a rejection of the clains under 35 U.S.C. § 112, second

par agraph, is appropriate.

Wth this as background, we find no basis for the
specific rejections under 35 U.S.C. § 112, second paragraph,
made by the exami ner of the clainms on appeal. |In that regard,
we agree with the appellants (brief, pp. 19-20) that a person
of ordinary skill in the art would understand the scope (i.e.,
the nmetes and bounds) of the invention. |In addition, with
respect to the specific objection to clains 72 and 73, we note
that parent claim42 requires that the first and second
sections of the jointed linb brace be on opposite sides of the

joint of the |inb.

The obvi ousness i ssues

Clainms 42, 43 and 72-74
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We sustain the examner's rejection of clains 42, 43 and

72-74 under 35 U.S.C. § 103.

The teachings of Airy and Dal ebout are generally set

forth on pages 8-11 of the brief and pages 5-7 of the answer.

The exam ner determ ned (answer, p. 6) that "Airy
di scl oses the clainmed device except for the resistance neans
being a friction nmeans.” Wth regard to this difference, the
exam ner then determ ned that
because these two resistance neans [the frictional
resi stance neans of Dal ebout and the fluid resistance
means of Airy] were art-recogni zed equivalents at the
time the invention was nade, one of ordinary skill in the
art would have found it obvious to substitute the
frictional resistance neans for the fluid resistance
means of Airy.
Implicit inthis rejection is the exam ner's view that
t he above noted nodification of Airy would result in a nethod

whi ch corresponds to the nmethod recited in clains 42, 43 and

72-74 in all respects.
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The appel |l ants' argunent (brief, pp. 21-25) with respect
to clainms 42, 43 and 72-74 is unpersuasive for the follow ng

reasons.

First, the appellants argue the deficiencies of each
reference on an individual basis. However, nonobvi ousness
cannot be established by attacking the references individually
when the rejection is predicated upon a conbination of prior

art disclosures. See Inre Merck & Co. Inc., 800 F.2d 1091,

1097, 231 USPQ 375, 380 (Fed. Cr. 1986).

Lastly, the appellants argue that the clained subject is
not suggested by the applied prior art. W do not agree.
When it is necessary to select elenments of various teachings
in order to formthe clainmed invention, we ascertain whether
there is any suggestion or notivation in the prior art to make
the sel ection nmade by the appellants. GCbviousness cannot be
establ i shed by conbining the teachings of the prior art to
produce the clained invention, absent sone teaching,
suggestion or incentive supporting the conbination. The

extent to which such suggestion nust be explicit in, or may be
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fairly inferred from the references, is decided on the facts
of each case, in light of the prior art and its relationship
to the appellants' invention. As in all determ nations under
35 U.S.C. 8§ 103, the decision maker nust bring judgnment to
bear. It is inpermssible, however, sinply to engage in a

hi ndsi ght reconstruction of the clained invention, using the
appel l ants' structure as a tenplate and sel ecting el enents
fromreferences to fill the gaps. The references thensel ves
nmust provi de sonme teachi ng whereby the appellants' conbination

woul d have been obvi ous. In re Gorman, 933 F.2d 982, 986, 18

USPQ2d 1885, 1888 (Fed. Cir. 1991) (citations omtted). That
Is, something in the prior art as a whol e nust suggest the
desirability, and thus the obviousness, of making the

conbi nation. See In re Beattie, 974 F.2d 1309, 1312, 24

USPQ2d 1040, 1042 (Fed. Cir. 1992); Lindemann Maschi nenf abrik

GhbH v. Anerican Hoist and Derrick Co., 730 F.2d 1452, 1462,

221 USPQ 481, 488 (Fed. GCir. 1984).

In this case, it is our opinion that the teaching,
suggestion or incentive supporting the conbination cones from

the applied prior art and not from i nperm ssible hindsight.
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In that regard, Airy teaches (colum 11, lines 17-20) that
various types of resistance units may be enpl oyed in
conjunction with his invention to resist flexure or extension
of the body joint or both flexure and extension as desired.
Figures 6, 8, 9 and 11 of Airy set forth exanples of suitable
resi stance units, including ones that utilize the shear

resi stance of a viscous fluid. Dalebout teaches a striding
exerciser to which various resistance nechani sns nay be
adapted to offer resistance to the striding-type notion
(abstract, lines 12-14, and colum 8, |ines 53-54).
Specifically, Dal ebout discloses both a resistance neans
(Figure 8) utilizing friction nmenbers 160, 162 and a

resi stance neans (Figure 9) utilizing a hydraulic unit 190.
Thus, Airy specifically suggests enpl oying various types of
resi stance units as desired. Accordingly, we conclude that it
woul d have been obvious to one of ordinary skill in the art at
the tine the invention was made to nodify Airy's resistance
units to be frictional resistance units as suggested by

Dal ebout's Figure 8 especially in view of the prior art
teachings that frictional resistance neans and fluid

resi stance neans are art-recogni zed alternatives.
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For the reasons set forth above, the decision of the
exam ner to reject clains 42, 43 and 72-74 under 35 U. S.C. §

103 is affirned.

Clains 49-52

W will not sustain the examiner's rejection of clains

49-52 under 35 U. S.C. § 103.

Claim49 adds to parent claim42 the addition |imtation
that "said resistance is controlled by a m croprocessor

program "

Wth regard to claim49, the exam ner states (answer, p.
6) that "Airy teaches the nmethod of controlling the resistance

nmeans by a m croprocessor program (columm 15 |ines 13-20)."

The appel l ants argue (brief, p. 23) that the subject
matter of claim49 is not taught by either Airy or Dal ebout.
The appel |l ants point out that controlling resistance to
novenent with a m croprocessor is not the sane as taking data

Wi th a m croprocessor
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We agree with the appellants that the subject matter of
claim49 is not suggested or taught by the applied prior art.
Specifically, the m croprocessor (referred to by the exam ner
in Airy at colum 15, |ines 13-20) does not control the
resi stance of the exercise apparatus. Accordingly, all the
limtations of claim49, and clains 50-52 dependent thereon,
are not suggested by the applied prior art.? Thus, the
deci sion of the examner to reject clainms 49-52 under 35

US. C 8§ 103 is reversed.

Cl ai ns 44-47

We sustain the examiner's rejection of clains 44-47 under

35 U S.C § 103.

The additi onal teachings of Witelaw and Hughes are
generally set forth on pages 11-12 of the brief and pages 7-9

of the answer.

2 W have al so reviewed the Makansi reference additionally
applied in the rejection of claimb51 (dependent on clai m50)
but find nothing therein which nakes up for the deficiencies
of Airy and Dal ebout di scussed above regardi ng cl aim49.
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The exam ner determ ned (answer, pp. 7-8) that in
addition to the difference noted above with respect to parent
claim42, Airy discloses the clainmed device "except for a
program nmeans for varying the resistance of the first and
second sections at different relative angles.” Wth regard to
this additional difference, the exam ner then determ ned that

[I]t woul d have been obvi ous to one having ordinary skil

in the art at the tine the invention was made to include

the nmethod of providing the resistance neans of Airy in

vi ew of Dal ebout with the adjustabl e resistance neans of

Whi t el aw and Hughes, in order to provide the user

different resistance relative to the positions of the

first and second sections for a snooth resistance to the

novenent .

Once again, inplicit inthis rejection is the examner's
view that the above noted nodifications of Airy would result

in a nmethod which corresponds to the nethod recited in clains

44-47 in all respects.

The appel |l ants argue (brief, pp. 25-27) that there is no
suggestion to conbine the prior art to arrive at the cl ained
invention. W do not agree. Airy teaches (colum 5, lines 1-
5) that frame sections 18 and 20 are provided with a

resi stance unit to apply desired | evels of resistance.
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Dal ebout teaches (colum 7, lines 46-55) that the bolt nenber
156 and the nut nenber 166 together constitute an adjusting
nmeans for adjusting the frictional resistance to novenent of
the pedal neans 34, 36 to the frane 16, 18. Wi tel aw teaches
(colum 3, lines 25-45) that the resistive force of the
friction nenber 56 may be varied by adjustnent of the
adjusting cap 49 to increase or decrease the force inposed on
the friction nmenber. Lastly, Hughes teaches (columm 1, |ine
41, to colum 2, line 51) a body exerciser having an

adj ustabl e cal i bration nenber that can increase or decrease
the force inposed on the nmenbers (i.e., rotatable nenbers 26
and stationary nmenbers 27 shown in Figure 3). It is our
opi ni on that these teachi ngs woul d have suggested to one of
ordinary skill in the art at the tinme the invention was nade
to make the resistance nmeans of Airy in view of Dal ebout
adjustable in order to provide a programfor varying the

resi stance force over a portion of novenment in accordance with
the program at different angles between the first and second

secti ons.
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For the reasons set forth above, the decision of the
exam ner to reject clains 42, 43 and 72-74 under 35 U. S.C. §

103 is affirned.

New ground of rejection
Under the provisions of 37 CFR § 1.196(b), we enter the

foll owm ng new ground of rejection.

Clains 50-52 are rejected under 35 U S.C. §8 112, second
par agr aph, as being indefinite for failing to particularly
poi nt out and distinctly claimthe subject matter which the
appel l ants regard as the invention. Caimb50 recites that
"said m croprocessor program controls pressure between said
first and second friction nenbers.” However, there is no
proper antecedent basis for "said first and second friction
menbers."” The parent clains of claim50 (i.e., clainms 42 and
49) do not recite first and second friction nenbers. It is
our opinion that in view of the |lack of antecedent basis for
"said first and second friction nenbers” a person of ordinary
skill in the art would not be able to understand the scope

(i.e., the netes and bounds) of the clained invention.
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CONCLUSI ON

To sunmmari ze, the decision of the exam ner to reject
clainms 42-47, 49-52 and 72-74 under 35 U.S.C. 8§ 112, second
par agraph, is reversed; the decision of the exam ner to reject
clains 42-47 and 72-74 under 35 U.S.C. 8 103 is affirned; the
deci sion of the examner to reject clainms 49-52 under 35
US. C 8 103 is reversed; a new rejection of clains 50-52
under 35 U. S.C. § 112, second paragraph, has been added

pursuant to provisions of 37 CFR § 1.196(b).

In addition to affirmng the exam ner's rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR § 1.196(b) (anmended effective Dec.

1, 1997, by
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final rule notice, 62 Fed. Reg. 53131, 53197 (Cct. 10, 1997),
1203 O f. Gaz. Pat. Ofice 63, 122 (Cct. 21, 1997)). 37 CFR §
1.196(b) provides, "A new ground of rejection shall not be

considered final for purposes of judicial review"

Regarding any affirmed rejection, 37 CFR 8§ 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori gi nal deci sion

37 CFR 8 1.196(b) al so provides that the appell ants,

WTH N TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of the following two options with respect to the new
ground of rejection to avoid term nation of proceedings (37
CFR 8 1.197(c)) as to the rejected cl ai ns:

(1) Submit an appropriate anendnent of the
clainms so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
Interferences upon the same record. .
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Shoul d the appellants el ect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 8§ 1.196(b)(1), in
order to preserve the right to seek review under 35 U. S.C. 88
141 or 145 with respect to the affirnmed rejection, the
effective date of the affirmance is deferred until concl usion
of the prosecution before the exam ner unless, as a nere
incident to the limted prosecution, the affirned rejection is

over cone.

If the appellants el ect prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for fina
action on the affirned rejection, including any tinely request

for rehearing thereof.
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No tinme period for taking any subsequent action in
connection with this appeal nay be extended under 37 CFR
8§ 1.136(a).

AFFI RVED- | N- PART; 37 CFR § 1.196(b)

MURRI EL E. CRAWORD
Adm ni strative Patent Judge

| AN A. CALVERT )
Adm ni strative Patent Judge )

)

)

)

) BOARD OF PATENT
JEFFREY V. NASE ) APPEALS
Adm ni strative Patent Judge ) AND

) | NTERFERENCES

)

)

)

)

)

JVN gj h
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